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1 . Claims 1 to 27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 , it is confusing and seemingly improper to refer to the product as being 
alkoxy substituted when many of the reactants will not result in an alkoxy group. Clarifi- 
cation of the end product is requested. 

For claims 6 and 7, these claims are confusing since they depend upon a claim 
that does not include B containing catalysts. 

In claim 7, it is unclear if the catalyst species is a combination of triethylborane 
and boron trichloride or if these are separate members of the Markush group. Also the 
presence of the (SCI), (7CI) and (SCI) after many of the compounds is confusing. Finally, 
clarification of the compound tris)perfluorotriphenylborane) is requested. The Examiner 
cannot readily determine this structure. 

In claim 16, "polyoryamosiloxane" is a misspelling. 

For claim 17, it is unclear what is intended by this limitation. For instance, "comb 
like" is usually used to describe grafted copolymers. It is unclear how this defines the 
polyorganosiloxane of (I). Also, it is unclear what is intended by "disubstituted" since 
the substituent groups are not defined. Finally, the intent of "mixed" is unclear. 

For claims 18 and 22 it is inappropriate to state that "y" can be 0 because this will 
result in a siloxane having no SIH groups. 

For claim 25, the term "obtainable" renders this claim indefinite since it is not 
clear if this claim embraces product by process requirements per se. 

For claim 27, "olyorganosiloxane" is a misspelling. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entrtled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

4. Clainns 1 to 5, 10, 13, 15 to 19 and 24 to 27 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Boudjouk et al. 

Boudjouk et al. teach a method of making aminofunctional alkoxy polysiloxanes 
which requires the reaction between an aminoalcohol and an SiH siloxane. See the 
reactants on column 3, line 55, to column 6, as they meet the reactants in the instant 
claims. This reaction is carried out in the presence of a catalyst, including YCI3. See 
Table 4, line 46. This meets the catalyst in claim 1 as well as claims 4, 5 and 10. The 
siloxane on column 5 meets claims 2, 3, 18 and 19 and apparently claims 16 and 17. 
The amino alcohol on column 6 meets claim 13. Example 1 uses a molar ratio of SiH 
groups to alcohol of 1 :.5, meeting claim 15. Column 4, line 55, teaches that the solvent 
is optional, meeting claim 24. Column 13, lines 30 and on, teaches that this siloxane 
can be used in a coating composition (i.e. a paint). Claims 25 to 27 are fully met by the 
siloxanes in Boudjouk et al. 

5. Claims 14, 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Boudjouk et al. 

With regard to claim 14, note column 4, line 54, which teaches that the siloxane 
and aminoalcohol can be introduced in relatively equimolar amounts. Adjusting the SiH 
to alcohol ratio will adjust the final degree of addition. It has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art (i.e. does not require undue 
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experimentation). Note that "relatively equimolar amounts" indicates that approximately 
a 1 :1 ratio of SIH to alcohol should be used, thereby rendering obvious the claimed 
range that is slightly below this. 

With regard to claims 20 and 21 note that such a specific siloxane is not taught 
as a reactant by Boudjouk et al. However the siloxanes in Boudjouk et al. can generally 
be linear (column 3, line 56) and are open to any type of SiH containing siloxane. As 
the skilled artisan would recognize, SiH units on the terminal Si atoms will undergo 
dehydrogenative reaction in the same manner as SiH units on the backbone. As such, 
in view of the breadth of the teachings of Boudjouk et a!., the skilled artisan would have 
had a reasonable expectation of success in selecting a siloxane having terminal SiH 
groups as a reactant, thereby rendering obvious the instant claim. 

6. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Boudjouk et al. as applied to claims 1 to 5 above, and further in view of Blackwell et al. 
or WO 01/74938 (as interpreted by the English language equivalent Deforth et al.). 

Column 7, lines 28 to 31 , in Boudjouk et al. teaches generally that any catalyst 
known be use useful for the dehydrogenative coupling of silanes nnay be used in the 
reaction therein. 

Blackwell et al. teach the dehydrogenative coupling of silanes and alcohols. This 
is the same reaction mechanism found in the process of Boudjouk et al. That is, both 
Blackwell et al. and Boudjouk et al. teach the dehydrogenative reaction between an SiH 
group and an alcohol. Blackwell et al. teach on column 2 of page 4887 that triperfluoro- 
phenyl borate can be used as an alternative to transition metal catalysts, such as those 
taught by Boudjouk in dehydrogenative reactions. 

Deforth et al. also teach a dehydrogenative condensation reaction. While this is 
between a silanol and an SiH compound, the reaction mechanism per se is the same, 
the only difference being SiOH rather than COH as the reactive group. Deforth et al. 
teach that the catalysts can be selected from those within instant claims 6 and 7. See 
for instance pages 3 and 4. 
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Thus the skilled artisan would have been motivated by the teachings of Blackwell 
et al. or Deforth et al. to use the catalysts therein in the reaction process of Boudjouk et 
al. Motivation to do so comes from the expectation of obtaining an equivalent product 
by using a comparable catalyst of the dehydrogenative condensation reaction type, 
particularly ones known to be useful in the cleavage of SiH bonds when reacted with an 
alcohol or silanol. It is prima facie obvious to substitute equivalents, motivated by the 
reasonable expectation that the respective species will behave in a comparable manner 
or give comparable results in comparable circumstances. The express suggestion to 
substitute one equivalent for another need not be present to render the substitution 
obvious. 

7. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable Boudjouk et al. 
as applied to claims 1 to 5 above, and further in view of Beattie et al. 

Similar to the rationale noted supra, Boudjouk et al. fail to teach a catalyst within 
the breadth of claim 8. The process in this reference is open, however, to any operable 
dehydrogenative catalyst known in the art. 

Beattie et al. teach the dehydrogenative reaction between alcohols and SiH com- 
pounds, the same reaction mechanism found in the process of Boudjouk et al. That is, 
both Blackwell et al. and Beattie et al. teach the dehydrogenative reaction between an 
SiH group and an alcohol. Line 55 on column 2, teaches Friedel-Crafts halides as oper- 
able dehydrogenative catalysts. AICI3 is a common Friedel-Crafts catalyst. The skilled 
artisan would readily recognize that AICI3 can be used as a catalyst in the dehydrogena- 
tive reactions. Note that the reaction in Beattie et al. differs from that claimed only in 
that the siloxane therein has at least some branching. 

From this, the skilled artisan would have been motivated to use the dehydrogen- 
ative catalysts in Beattie et al, including AICI3 in the dehydrogenative condensation 
reaction Boudjouk et al. with an expectation of obtaining a comparable reaction product 
with a reasonable expectation of success. As noted above, it is prima facie obvious to 



^ See Grant and Hackh's Chemical Dictionary, definition of Friedel-Crafts. 
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substitute equivalents, motivated by the reasonable expectation that the respective 
species will behave in a comparable manner or give comparable results in comparable 
circumstances. 

8. Claims 9, 1 1 and 12 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. The prior art fails to teach 
or suggest such catalysts. 

9. The remaining references are cited as being of general interest. Ichinobe et al., 
Wang et al., Steffen and Williams et al. teach dehydrogenative reactions between 
alcohols and SiH groups but fail to teach or suggest the catalysts required. Nishiwaki et 
al. teach dehydrative condensation between SiOH and an alcohol using catalysts within 
the breadth of those found in claim 1, but a dehydrative reaction is different from 
dehydrogenative (the former releases H2O while the latter releases H2) and there is 
nothing that would suggest using the catalysts in Nishiwaki et al. in a process as 
claimed. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free>. /. . I / V^ 
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